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DETAILED ACTION 

Specification 

The abstract of the disclosure is objected to because it improperly contains 
means language. In addition the words "Fig. 1" can be deleted from the end of the 
abstract. Correction is required. See MPEP § 608.01(b). 



Claim Objections 

Claims 1-17 are objected to because of the following informalities: 

In claim 1 , on line 8, "a second head" should be "said second head" if referring to 

the same second head from earlier in the claim. Also, "the location data" lacks 

antecedent basis. 

In claim 2, it is unclear as to what further step in the method has been set forth. 

In claim 4, "the response recorded by MEG or EEG" and "the effective stimulating 
field" lack antecedent basis. Also, in the phrase "the head surface" it is unclear which 
head is being referred to (first or second). 

In claim 7, "the location data of such functional points of the brain" lacks 
antecedent basis. 

Appropriate correction is required. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 



The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claim 17 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The claim is rejected for two reasons. One, the phrase "or the 
like" is vague. It is unclear as to what is being referred to by this phrase. Secondly, it is 
unclear as to what is meant by "sending of internal structures by MRI". It is unclear as 
to how MRI "sends" internal structures. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-5 and 7-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Fox et al. (US 2003/0050527) in view of Vilsmeier (US 7194295). 

Fox et al. show, a method for modeling different internal structures of a head, 
such as different parts of the brain, in order to focus magnetic stimulation and/or 
visualize the results of magnetic stimulation, MEG or EEG ([0025]-[0028]), the method 
comprising the step of determining the location of the internal structures, such as the 
different cerebral parts, of at least one first head (B) in a three-dimensional space by 
technical means, such as magnetic resonance imaging or computer-aided tomography 
([0025]-[0028]), and determining the external structure (dimensions of the scalp surface 
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are determined by the 3-D digitizer, [0025]-[0028]). It should be noted that while using 
the 3-D digitizer, only the external dimensions of a head are determined, and not the 
internal dimensions, and this does not require the use of MRI. Fox et al. also show, 
TMS localized in relation to anatomical marker points on the head surface ([0028]); 
measuring external head dimensions with a pointer with electrical position sensor 
means ([0028]); locating functional areas of the brain with the help of magnetic 
stimulation ([0087]). 

Fox et al. fail to show, using a model of a second head for the external 
dimensions, and scaling the internal structure for the present patient (A) to fit to the 
model of previously imaged external structure (B), so that anatomical images do not 
need to be acquired for the present patient (A); image data is scaled by moving pixels; 
deforming the image by minimizing distance between points, and accepting the 
minimization even when the distance between the points is not zero; performing 
measurements on a plurality of test persons; selecting the standard model from a library 
of images from a plurality of different people; and the scaling is linear or nonlinear. 

Vilsmeier discloses a method for computer assisted medical navigation or 
treatment planning. Vilsmeier teaches, using a model of a second head for the external 
dimensions, and scaling the internal structure for the present patient (A) to fit to the 
model of previously imaged external structure (B), so that anatomical images do not 
need to be acquired for the present patient (A) (column 2, line 1- column 4, line 55); 
image data is scaled by moving pixels (shifting, rotating, stretching, or compressing the 
model on a screen output, column 3, lines 40-45), these scaling techniques include both 
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linear and nonlinear techniques; deforming the image by minimizing distance between 
points, and accepting the minimization even when the distance between the points is 
not zero (it is well known to accept computations with a small amount of error, i.e. not 
zero, for example as illustrated by Fox et al., [0108]); measurements performed on a 
plurality of test persons and selecting the standard model from a library of images from 
a plurality of different people (actual vertebra image data sets, column 2, lines 35-50). 

It would have been obvious to one of ordinary skill in the art, at the time the 
invention was made, to have combined previous image data with the present patient's 
data as taught by Vilsmeier, in the system of Fox et al., with the motivation that this will 
spare the patient the radiation load, and the costs of producing the data set can be 
saved (Vilsmeier, column 2, lines 1-20). Although Vilsmeier does not specifically 
mention transcranial magnetic stimulation, there is a reasonable expectation of success 
to combine these references, because both are related to three-dimensional modeling 
of the human body for medical techniques. 

Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fox et al. 
(US 2003/0050527) in view of Vilsmeier (US 7194295) as applied to claim 1 above, and 
further in view of Krause et al. (US 671 1432). 

Krause et al. disclose a computer-aided orthopedic surgery system. Krause et 
al. teach that a database of models can store different templates based on a person's 
age (column 5, line 55-column 6, line 10). 
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It would have been obvious to one of ordinary skill in the art, at the time the 
invention was made, to have stored different templates based on a person's age as 
taught by Krause et al. in the combined system of Fox et al. and Vilsmeier. Vilsmeier 
teaches that there will be a plurality of different models, and that a model is chosen 
which best fits the patient-characteristic data (column 2, lines 40-50). Age is a common 
patient-characteristic data which can be stored for a model database as taught by 
Krause et al., because people of the same/similar age will have more similar data. For 
example, if the patient were a young child, the model of a similarly aged young child 
would typically fit better than the model of an adult. 



Response to Arguments 

Applicant's arguments filed 4/3/08 have been fully considered but they are not 
persuasive. 

In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., not requiring the patient's head to be immobilized, or using a specific type of 
model, such as a generic model) are not recited in the rejected claim(s). Although the 
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claims are interpreted in light of the specification, limitations from the specification are 
not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 USPQ2d 1057 (Fed. 
Cir. 1993). 

In response to applicant's arguments that Fox et al. and Vilsmeier et al. in 
combination do not teach or suggest "determining the external dimensions of a second 
head, and scaling the location data of said internal structures of said first head in three- 
dimensional space to correlate with said external dimensions of said second head to 
define the locations of the at least one internal structure in said second head; whereby 
the location data of the internal structures of said second head become modeled without 
the need for anatomical images of said second head", examiner respectfully disagrees. 
Fox et al. show obtaining anatomical (internal) and functional images of a patient's head 
and obtaining external dimensions of a patient's head with the use of a 3-D digitizer, as 
well as combining all of this data into one model and using it to guide TMS delivery. 
Vilsmeier teaches that a generic model can be used to avoid obtaining additional 
anatomical images, and that it can be scaled to fit and then fused with actual patient 
data. Therefore, one of ordinary skill in the art would have replaced the acquisition of 
anatomical images by Fox et al. with a model as taught by Vilsmeier, in order to reduce 
the radiation load to the patient. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jonathan G. Cwem whose telephone number is 
(571)270-1560. The examiner can normally be reached on Monday through Friday 
9:30AM - 6:00PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Casler can be reached on 571-272-4956. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Jonathan G Cwern/ 
Examiner, Art Unit 3737 



/Ruth S. Smith/ 

Primary Examiner, Art Unit 3737 



